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DETAILED ACTION 

In response to Amendment filed October 12, 2006 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1 - 5, 7 and 13 are rejected under 35 U.S.C. 102 ( b ) as being anticipated by 
Spivey et al.(US 5,212,872 ). 

In regards to claim 1, Spivey et al. discloses a touch probe ( 6, 8 ) comprising a probe 
body ( 14, 68 as stated in columns 2 and 3, line 39 and lines 45 - 46 respectively ) housing first 
locating elements ( 34, 38, 48, 50, 52 ); a stylus holder ( 10 ) having second locating elements 
(28, 30 ) which cooperates with the first locating elements to locate the stylus holder within the 
probe body ( See Column 3, lines 8 - 22 ); and a bias ( 34 which causes an axial force acting on 
the shaft as described in column 3, lines 15 - 20 ) to urge the first and second locating elements 
into contact, wherein a damping element ( 94, 96, 97 ) is provided to damp motion between the 
probe body and the stylus holder ( See Column 4, lines 3 - 15 ). 
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Regarding claim 2, Spivey et ai. also disclose a touch probe wherein the damping element 
( 94, 96, 97 ) slows a relative movement between the first and second locating elements. 

With respect to claim 3, Spivey et al. further shows a touch probe wherein the damping 
element ( 94, 96, 97 ) slows the relative movement by resisting the urging of the bias. 

. Regarding claim 4, Spivey et al. disclose a touch probe wherein the damping element is 
slidably mounted with respect to the stylus holder ( 10 ). 

In regards to claim 5, Spivey et al. teach a touch probe wherein the damping element is 
slidably mounted with respect to both the probe and the stylus holder. 

With respect to claim 7, Spivey et al. disclose a touch probe wherein the damping 
element absorbs energy produced by a relative movement between the probe body and stylus 
holder. 

With regards to claim 13, Spivey et al. shows a touch probe wherein the first locating 
element ( 34, 38, 48, 50, 52 ) each comprise a ball and the second locating element comprise a V 
- shaped groove ( 28, 30 ) which partially hoses the ball and is supported thereon (See Figure 2). 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

4. Claim 8 - 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Spivey et al. 
(US 5,212,872). 

Spivey et al. discloses a touch probe as stated in paragraph 4 above. 

Spivey et al. do not disclose the particular lossy material as stated in claims 8-10 and 
the particular amount of material used as stated in claim 11. Spivey et al. does not disclose the 
particular first locating members including a pair of balls forming a V - shaped seat as stated in 
claim 12. 

Regarding the material used as stated in claims 8 - 10 : Spivey et al. discloses a touch 
probe having an element but does not disclose the particular material used . The particular type 
of material used to make the element, absent any criticality, is only considered to be the use of a 
" preferred " or " optimum " material out of a plurality of well known materials that a person 
having ordinary skill in the art at the time the invention was made would have find obvious to 
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provide using routine experimentation based, among other things, on the intended use of 
Applicant's apparatus, i.e., suitability for the intended use of Applicant's apparatus. See In re 
Leshin, 125 USPQ 416 (CCPA 1960 ) where the court stated that a selection of a material on the 
basis of suitability for intended use of an apparatus would be entirely obvious. 

In regards to the amount of material or concentration of material used as stated in claim 
1 1 : To make an element between 10 and 120 pph of carbon powder, is only considered to be the 
"optimum" value of the concentration or amount of material for the element, as stated above, that 
a person having ordinary skill in the art at the time the invention was made would have been able 
to determine using routine experimentation based, among other things, on the desired accuracy 
and since it has been held that discovering an optimum value of a result effective variable 
involves only routine skill in the art. See In re Boesch. 205 USPQ 215 ( CCPA 1980 ). 

With respect to claim 12 : Spivey et al. discloses a touch probe having a first locating 
element having a ball ( 38 ) and a second locating element comprising a V - groove housing the 
ball. The use of the particular type of first and second locating elements as claimed by applicant, 
i.e., pair of balls forming a V - shaped seat and a roller, absent any criticality, is considered to be 
nothing more than a choice of engineering skill, choice or design because 1) neither non-obvious 
nor unexpected results, i.e., results which are different in kind and not in degree from the results 
of the prior art, will be obtained as long as the probe body and the stylus holder are structurally 
connected, as already suggested by Spivey et al. 2) the first and second locating elements 
claimed by Applicant and the. first and second locating elements used by Spivey et al. are well 
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known alternate types of first and second locating elements which will perform the same 
function, if one is replaced with the other, of structurally connecting the probe body and the 
stylus holder, and 3) the use of the particular type of first and second locating elements by 
Applicant are considered to be nothing more than the use of one of numerous and well known 
alternate types of first and second locating elements that a person having ordinary skill in the art 
would have been able to provide using routine experimentation in order to structurally connect 
the probe body and the stylus holder as already suggested by Spivey et al. 

Response to Arguments 

5. Applicant's arguments with respect to claims 1-13 have been considered but are moot in 
view of the new ground(s) of rejection given by the new interpretation of the Spivey et al. 
reference. 

Applicant arguments regarding the Spivey reference not showing a probe body housing 
as referenced by numerals ( 14, 68 ) are not persuasive. The Spivey clearly describes these 
elements ( 14, 68 ) as a probe cylindrical housing ( 14 ) and probe body ( 68 ), which together 
form the structure of the probe ( 10, column 2, lines 38 - 40 ) and shank ( 12 ) as shown in 
Figures 2 and 3. 
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Applicant's arguments regarding the Spivey reference not including any kind of damping 
element is not persuasive. The Spivey reference explicitly describes a damping mechanism ( See 
Column. 4, lines 3 - 9 ), including a spring ( 92 ) in order to damp any vibration between the 
shank and probe body, therefore, clearly teaching the presence of a damping element and 
anticipating the claimed language. 



Conclusion 



9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yaritza Guadalupe McCall whose telephone number is (571) 
272-2244. The examiner can normally be reached on 9:00 AM - 6:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Diego F.F. Gutierrez can be reached on (571) 272-2245. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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